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REMARKS 

The Examiner should withdraw the rejection of claims 1-9 under 35 U.S.C 
§ 103(a) over Mohrschladt et al. (US 6,316,588) or Mohrschladt et al (US 6,288,207), 
made in the non- final Office action mailed August 21, 2007. 

The Examiner has ceased arguing that the examples presented in the specification 
do not compare the invention to the closest prior art. Instead, the Examiner has assumed 
"that the closest prior art exemplified by the references . . . [uses a] catalyst with BET 
surface area of 50 m 2 /g. . Applicants note that this assumption is in line with the facts. 
However, the Examiner continued to incorrectly correlate the BET surface area of 
catalyst particles with the "size" of catalyst particles by stating that: 

it is known in the art of catalysts that smaller size [sic] 
catalyst particles (particles having higher BET area) gets 
[sic] trapped in the final polymeric product more easily, 
thus the amount of smaller size [sic] catalyst is expected to 
be higher in the final product as compared to the catalyst of 
the larger particle size. 2 

The Examiner has provided no support for this assertion. Yet, based on this assertion the 
Examiner concludes that the results on pages 14 - 15 of the specification are not 
unexpected. 3 To refute the Examiner's erroneous assertion, Applicants are happy to 
provide the Examiner with the enclosed copy of " HeteroReneous Catalysis for the 
Synthetic Chemist , R.L. Augustine, Marcel Dekker, Inc., New York - Basel - Hong 
Kong, 1996, Chapter 9, Catalyst Support, pages 155 and 156." This reference explains 
that: 

There are a number of physical characteristics of the 
support that are important for the proper performance of the 
supported catalyst. These are hardness, density, pore 
volumen, pore size, pore distribution, particle size and 
particle shape. . . . Generally one considers that the 
maximum surface area for the support or catalyst is the best 
possible arrangement but this is not always true. First it 



1 Page 2, lines 24 - 25 of the present Office action. 
Page 3, lines 6 - 10 of the present Office action. 
3 Page 3, lines 2 - 3 of the present Office action. 
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must be recognized that the surface area is not only 
associated with the external surface of the particle but also 
with the surface of all the pores within the particles. A 
particle having small diameter pores will have a higher 
surface area than one having larger diameter pores with 
both having the same total pore volume. 

In light of this clear explanation, Applicants hope that the Examiner will no longer 
maintain the erroneous position that smaller sized catalyst particles are particles that have 
higher BET surface area. This erroneous position seems to have hindered the Examiner's 
understanding of the claimed invention, as well as the showing of unexpected results 
achieved by the claimed invention. 

As explained in the previous reply, Applicants have stated under oath in the 
present specification that: 

Surprisingly, it has been found that the reduction in catalyst 
activity claimed in the prior art for the BET surface area of 
the catalyst of the present invention does not occur, the 
catalyst activity in the process of the invention in fact being 
just as high as in the process described in WO 99,38906, 
WO 99/38908, and WO 01/09224. 

Applicants have also demonstrated that a surprising reduction in the titanium dioxide 
content of polymer is achieved by the process according to the present invention. This 
unexpected result is evidenced by comparison of example 1 (a catalyst according to the 
present invention, having a BET surface area of 30 m 2 /g) with comparative example 1 (a 
catalyst equivalent to the catalyst of US 6,316,588 having the lowest exemplified BET 
surface area, i.e. a BET surface area of 50 m 2 /g). 4 As shown in Table 1, use of the 
inventive catalyst results in an unexpectedly decreased titanium dioxide content of 
polymer after 24 hours, 48 hours, 96 hours, 144 hours, and 240 hours of operation. 

The mere fact that these unexpected results are not discussed in a paragraph 
beginning with the word "surprisingly" does not render them expected. Thus, the 
Examiner erred by focusing exclusively on "the paragraph bridging pages 13 and 14 of 



4 The MPEP makes clear that "[a]n applicant does not have to test all the compounds taught by each 
reference. . .." 4 Thus, the comparative tests reported on pages 14 - 15 of the present specification are 
sufficient to permit a conclusion respecting the relative effectiveness of applicant's claimed compounds and 
the compounds of the cited references. 



OA: August 21, 2007 



3 of 5 



071019 



10/511,162 



Winterling et al. 



53429 



the instant application^]" 5 and by arguing that "[w]hat was considered unexpected . . . 
was . . . that the catalytic activity of the catalyst with smaller BET . . . does not decrease as 
compared to the catalytic activity of the larger BET area catalysts." 6 

Finally, the Examiner's comments regarding whether the showing of unexpected 
results are commensurate in scope with the claimed invention are in error. The Examiner 
argues that "the original claims and the specification referred to the upper limit 35 [m 2 /g] 
as within the scope of the 'present invention' . . . and not the presently claimed [upper 
limit of] 30 [m 2 /g]." 7 MPEP §716.02(d) explains that "the 'objective evidence of 
nonobviousness must be commensurate in scope with the claims which the evidence is 
offered to support.' In other words, the showing of unexpected results must be reviewed 
to see if the results occur over the entire claimed range (emphasis added)." The 
following illustration might be helpful. 



j Unexpected Results j 

I — 1 — 1 — 1 — 1 — 1 — I 

5 30 35 

If unexpected results were originally shown over the entire range of from 5 to 35 m 2 /g, 
then the unexpected results were also shown over the entire range of from 5 to 30 m 2 /g. 

The rejection is in error and should be withdrawn. Favorable action is 
respectfully solicited. 



5 Page 3, lines 15 - 16 of the present Office action. 

6 Page 3, lines 1 1 - 14 of the present Office action. 

7 Page 3, lines 21 through page 4, line 1 of the present Office action. 
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In Conclusion : 

The present application is in condition for allowance. Again, applicants are 
thankful for the Examiner's diligent efforts to advance this application to allowance, and 
request favorable action in this matter. In order to facilitate the resolution of any issues 
or questions presented by this paper, the Examiner is welcome to contact the undersigned 
by phone to further the discussion. 

Novak Druce & Quigg, LLP Respectfully submitted, 

1 300 Eye St. N.W. Novak Druce & Quigg, LLP 



Enclosure (1): Heterogeneous Catalysis for the Synthetic Chemist , R.L. Augustine, 
Marcel Dekker, Inc., New York - Basel - Hong Kong, 1996, Chapter 9, Catalyst 
Support, pages 155 and 156. 



Suite 1000 West 
Washington, D.C. 20005 




Phone: (202) 659-0100 
Fax: (202) 659-0105 



Michael P. Byrne 
Registration No.: 54,015 
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